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DETAILED ACTION 

1 . This Office Action follows a response filed on March 24, 2006. Applicants have 
amended claim 1. 

2. Claims 1 -1 0 are pending. 

Claim Rejections - 35 USC § 102 

3. The test of this section of Title 35, U.S.C. not included in this action can be found 
in a prior Office Action. 

Claim Rejections - 35 USC § 103 

4. The test of this section of Title 35, U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 1-5 and 8-10 are rejected under 35 U.S.C. 102(b) as anticipated by 
Tsubakimoto et al. (U.S. Patent 4,286,082) for the rationale recited in paragraph 4 of 
Office Action dated on October 27, 2005. 

6. Claims 6 and 7 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Tsubakimoto et al., for the rationale 
recited in paragraph 5 of Office Action dated on October 27, 2005. 

Response to Arguments 

7. According to the amendments made by the Applicants, the objection of the 
specification, the rejection under 35 U.S.C. 112, first paragraph of claims 6 and 7 and 
the rejection under 35 U.S.C. 112, second paragraph of claim 1 are withdrawn. 
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8. Applicants traverse the rejection under 35 U.S.C. § 102(e) and/or 103(a) of 
claims1-10 over Tsubakimoto as being in error (page 8, 3 rd paragraph). Applicant's 
arguments have been fully considered but they are not persuasive. 

9. Applicants contend that the '082 patent (Tsubakimoto et al.) is directed to the 
standard prior art method of preparing an SAP. In particular, a solution of acrylic acid 
(AA) is partially neutralized with sodium hydroxide to provide a monomer solution 
containing sodium acrylate and unneutralized AA. The sodium acrylate is prepared in 
situ and is not added to the monomer solution as a solid, which is recited element of 
each of the original and pending claims. 

In particular, the '082 patent states that 'the acrylate salt (B) used in the present 
invention is composed of 0 to 50 mol % of acrylic acid and 50 to 100 mol % of an alkali 
metal acrylate" (col. 3, lines 20-22). The '082 patent does not discloses how this 
monomer (b) was produced. The examples of '082 further state that a solution of 
sodium acrylate and AA was used (Example 1, col. 7, lines 32-38). The '082 patent 
contains no disclosure relating to using a solid sodium acrylate as the source of a 
monomer in the preparation of an SAP (page 8, 4 th paragraph through page 9, 1 st 
paragraph). 

Furthermore, Applicants contend that the '082 patent fails to teach or suggest 
using a solid sodium acrylate as a component to form a monomer solution, (page 9, 3 rd 
paragraph). Person skilled in the art, after reading the '082 patent, would have had no 
motivation or incentive to substitute a solid sodium acrylate for sodium acrylate 
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prepared in situ with any reasonable expectation of achieving the new and unexpected 
results achieved by presently claimed invention (page 10, 2 nd paragraph). 

10. The reference clearly teaches the usage of an aqueous solution of sodium 
acrylate (see examples 1-3, col. 7, line 29 through col. 8, line 61). As a matter of fact, 
there are only two main ways of the preparation of an aqueous solution of sodium 
acrylate: 

1. mixing aqueous sodium hydroxide with acrylic acid, or 

2. dissolving commercially available solid sodium acrylate, 97% [7446-81-3] 
(acrylic acid, sodium salt), FW 94.05, mp>300°C in an aqueous medium. 

Therefore, as per In re Schaumann, 572 F.2d 312, 197 USPQ 5 (CCPA 1978), 
when the reference teaches a small genus (two species in this application) which places 
a claimed species in the possession of the public. 

11. In the light of the discussion above, the rejection of record has not been 
withdrawn. The rejection remains in force. 

12. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bernshteyn whose telephone number is 571- 
272-241 1. The examiner can normally be reached on M-F 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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